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(57) Abstract: Methods and systems of viral 
marketing track the forwarding of commercial 
messages (31) by recipient (40), and rewards them 
for doing so. Preferred commercial messages (31) 
comprise advertisements such as may be found in 
traditional print or broadcast media, and may be 
co-branded. The subject matter of the commercials 
(31) can be virtually anything, from consumer 
products to political concepts. Messages can be sent 
to the recipients (40) in any suitable form, including 
e-mail, and may be forwarded intact, or modified 
or supplemented by the recipient (40). Rewarding 
can be accomplished in any suitable manner, as for 
example by providing redeemable points or e-money. 
Rewards may vary according to any number of factors, 
including the number of forwards executed by the 
recipient, and the number of subsequent generations 
of forwards spawned by the recipient (40). Reports 
summarizing the rewards and/or forwarding history 
may be provided to advertisers (10), recipients (40), 
or others. 
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AMENDED CLAIMS 

[received by the International Bureau on 30 August 2000 (30.08.00); 
original claim 1 amended; remaining claims unchanged (1 page)] 

1 . A method of viral marketing comprising: 

providing a commercial message in an electronic medium; 
5 providing the commercial message to a recipient; 

the recipient forwarding the commercial message to a later generation recipient; 
electronically tracking an aspect of the recipient's forwarding of the commercial 
message; and 

using the electronic tracking as a basis for rewarding the recipient for forwarding 
1 0 the commercial message. 

2. The method of claim 1 wherein the commercial message comprises an 
advertisement. 

3. The method of claim 1 wherein the commercial message comprises a company 
logo. 

15 4. The method of claim 1 wherein the commercial message is co-branded. 

5. The method of claim 1 wherein the commercial message comprises a political 
message. 

6. The method of claim 1 wherein the step of providing the commercial message to 
the recipient comprises sending the message to the recipient via e-mail. 

20 7. The method of claim 1 wherein the step of forwarding the commercial message 
comprises sending the message to a later generation recipient via e-mail 

8. The method of claim 1 wherein the recipient is a first generation recipient. 

9. The method of claim 1 wherein the step of forwarding comprises the recipient 
indirectly forwarding the commercial message by providing another entity with an 

25 address of the later generation recipient, and the entity causing the forwarding to 

occur. 
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this report as u originally filed m and are not annexed to this report since they do not contain amendments (Rules 70. J 6 and 70.17). 
** Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this report. 
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V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement m 



1. STATEMENT 

Novelty (N) 



Claims 1-22 



Claims NONE 



YES 
"NO 



Inventive Step (IS) 
Industrial Applicability (IA) 



Claims 1-22 



Claims NONE 



Claims 1-22 



Claims NONE 



_YES 
NO 
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NO 



2. CITATIONS AND EXPLANATIONS (Rule 70.7) 

Claims 1-22 meet the criteria set out in PCT Article 33(2)-(4), because the prior art does not teach or fairly suggest the following: 

As per amended claim 1 and dependent claims 2-22, the prior art does not teach or fairly suggest electronically tracking an aspect of 
a recipient's forwarding of a commercial message and using the electronic tracking as a basis for rewarding the recipient for 
forwarding the commercial message. 
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CLAIMS 

What is claimed is: 

1 . A method of viral marketing comprising: 

providing a commercial message in an electronic medium; 
5 providing the commercial message to a recipient; 

the recipient forwarding the commercial message to a later generation recipient; 
tracking an aspect of the recipient's forwarding of the commercial message; and 
rewarding the recipient for forwarding the commercial message. 

2. The method of claim 1 wherein the commercial message comprises an 
10 advertisement. 

3. The method of claim 1 wherein the commercial message comprises a company 
logo. 

4. The method of claim 1 wherein the commercial message is co-branded. 

5. The method of claim 1 wherein the commercial message comprises a political 
15 message. 

6. The method of claim 1 wherein the step of providing the commercial message to 
the recipient comprises sending the message to the recipient via e-mail. 

7. The method of claim 1 wherein the step of forwarding the commercial message 
comprises sending the message to a later generation recipient via e-mail 

20 8. The method of claim 1 wherein the recipient is a first generation recipient. 

9. The method of claim 1 wherein the step of forwarding comprises the recipient 

indirectly forwarding the commercial message by providing another entity with an 
address of the later generation recipient, and the entity causing the forwarding to 
occur. 

25 10. The method of claim 1 wherein the step of forwarding the commercial message 

comprises forwarding at least a portion of the commercial message that includes an 
advertisement. 

10 
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1 1 . The method of claim 1 wherein the step of forwarding comprising the recipient 
forwarding the commercial message without modification to the later generation 
recipient via e-mail. 

12. The method of claim 1 wherein the step of forwarding comprising the recipient 
5 supplementing the commercial message. 

13. The method of claim 1 wherein the step of forwarding comprising the recipient 
modifying the commercial message. 

14. The method of claim 1 wherein the step of tracking comprises tracking forwarding 
of the commercial message through at least two generations. 

10 15. The method of claim 1 wherein the step of tracking comprises tracking forwarding 
of the commercial message through at least three generations. 

16. The method of claim 1 wherein the step of tracking comprises tracking forwarding 
of the commercial message through at least three contiguous generations. 

17. The method of claim 1 wherein the aspect of the forwarding being tracked 
1 5 comprises a forwarding date and a forwarding address. 

1 8. The method of claim 1 wherein the step of rewarding comprises providing a 
reward that varies depending upon a total number of later generation recipients to 
which the commercial message has been forwarded. 

19. The method of claim 1 wherein the step of rewarding comprises providing a 
20 reward that varies depending upon a number of generations to which the 

commercial message has been forwarded. 

20. The method of claim 1 wherein the step of rewarding comprises providing a 
reward selected from the list consisting of redeemable points and e-money. 

21. The method of claim 1 further comprising providing a supplier of the commercial 
25 message with a report summarizing a forwarding history over multiple generations. 
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22. The method of claim 1 further comprising providing the recipient with a report 
summarizing a forwarding history over multiple generations. 
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LETTER FOR PCT ARTICLE 19 AMENDMENT OF CLAIMS 

(PCT SECTION 205) 

1 . Applicant herewith submits replacement sheets(s) numbered) 1 0- 1 2 to replace 
sheet(s) numbered) 10-12, originally filed for this application. 

2. In respect of each claim appearing in the international application based on the 
replacement sheets submitted herewith, and in accordance with PCT Section 205, the 
following claim(s) is/are: 



(0 unchanged: claim(s)2-22 

(ii) cancelled: claim(s) 0 

(iii) new: claim(s) 0 

(iv) replacement of one or more claims as filed, as follows: 1 

(v) the result of the division of one or more claims as filed, as follows: 0 



Dear Sir: 

This letter responds to the Search Report dated 5 July, 2000. 
Substitute Claim Sheets 

Please substitute the attached substitute claim sheets numbered 10-12 for the 
previously filed claim sheets numbered 10-12. The only change was to claim 1, which is 
amended as follows: 

- 1 - _ 
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1 . A method of viral marketing comprising: 

providing a commercial message in an electronic medium; 
providing the commercial message to a recipient; 
the recipient forwarding the commercial message to a later generation recipient; 
electronically tracking an aspect of the recipient's forwarding of the commercial 
message; and 

using the electronic tracking as a basis for re warding the recipient for forwarding 
the commercial message. 

Cited References 

The Office indicated in the search report that claims 1-13 and 20 are obvious over 
Funk et al. (US 5937162), Kamakura et al. (US 6047310), Kamakura et al. (6076101), and 
eXstatic software (press release 27 January 2000). Apparently, claims 14-19 and 21-22 
are deemed allowable. 

Funk et al. 

Claim 1 as filed (and claims 2-13 and 20 by virtue of their dependency on claim 1), 
all contain the following limitations, including the limitations tracking an aspect of the 
recipient's forwarding of the commercial message, and rewarding the recipient for 
forwarding the commercial message (emphasis added). 

1 . (as filed) A method of viral marketing comprising: 

providing a commercial message in an electronic medium; 
providing the commercial message to a recipient; 

the recipient forwarding the commercial message to a later generation recipient; 
tracking an aspect of the recipient's forwarding of the commerc i al message: and 
rewarding the recipient for forwarding th e commercial messag e 

Funk describes an e-mail delivery system that sends virtual newspapers to 
recipients. To make efficient use of outbound processing power, Funk employs multiple, 
parallel transmission queues. There is no teaching, suggestion or motivation for rewarding 
recipients with anything all, let alone rewarding them for forwarding their virtual 
newspapers to others. Thus, the applicant fails to understand how Funk has any bearing 
on the pending claims. 
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If anything, the teachings of Funk are inconsistent with the combinations recited in 
claims 1-13, and 20. The whole idea of Funk is to mail out individualized newspapers. 
Since each person gets to customize. his newspaper iri a manner that is presumably 
optimized for that person, there is little or no benefit in rewarding an individual for 
forwarding his customized newspaper to someone else for whom the newspaper would 
almost certainly not be optimized. 

It is appreciated that many vendors encourage their customers to M tell a friend", and 
thereby increase sales for the vendor's business. "Word of mouth" marketing is, after all, 
among the most cost-effective methods. For example, it is already known to extend a 
current customer's magazine or newspaper subscription by a few months for every new 
subscriber referred by the current customer. But a significant difference is that in all 
previous instances known to the applicant, the only form of tracking going on is when a 
current customer provides prospect information to a vendor, which then enters the referral 
information in a database, and subsequently uses that information to contact the referral 
and close the sale. Never bef ore has anyone tracked the very act of the current customer 
(user, subscriber, pr Qther recipient) forwarding a commercial m essage, and then using that 
tracking information to reward the current customer. 

case these limitations were not made entirely clear in the current claims, all 
presently pending claims are amended herein to expressly recite that the tracking occurs 
"electronically", and that the electronic tracking is uses "as a basis for rewarding the 
recipient for forwarding the commercial message." Those changes should completely 
eliminate any possible relevance of Funk. 

Kamakura et al. QJS 6047310) 

This reference describes various aspects of creating advertisement distribution lists 
"on the fly" by matching sender/receiver requirements. Here again it is not understood 
why this reference is relevant. There is no teaching, suggestion, or motivation for 
(a) tracking a recipient's forwarding of any commercial, or (b) rewarding the recipient for 
doing so. In fact, the applicant reads the reference as being completely devoid of any 
discussion at all of relationships among recipients. 




Kamakura et al. (US 6076101) 

This reference describes various aspects of using bonus points to "[encourage] the 
recipients to open, read, and reply to the e-mail messages send from the sender." ('101 
Abstract). The reference is also largely irrelevant. 

Among other things, Kamakura et al. focuses entirely on providing bonus points to 
recipients for returning a reply back t o the sender . The sender (which is presumed 
throughout the '101 application to be a vendor of some sort) wants to make sure that in 
exchange for giving out valuable bonus points, the recipient has actually read and 
understood the message. In a preferred embodiment, for example, the bonus points 
awarded depend in part on the volume of the reply, on the assumption that longer replies 
imply a greater understanding of the originally received message. Thus, Kamakura 
rewards sending a reply back to the sender, not for forwarding the original message to 
someone else as recited in the pending claims. Nor is there is there any suggestion or 
motivation for doing so. Very simply, Kamakura never contemplated rewarding a 
recipient for forwarding behaviors. 

There are even good reasons that Kamakura never contemplated rewarding a 
recipient for forwarding behaviors. First, Kamakura's "bonus points" are only awarded to 
recipients "who have agreed beforehand to receive e-mail messages from a particular 
sender." ('101 Specification, col. 3, lines 21-24). That provision is important so as not to 
"spam" recipients with commercial messages that hold no interest for them, and also 
because there is no benefit in giving out bonus points to recipients who are not being 
motivated by the bonus points. Any recipient to whom a message is forwarded either 
already knows about the bonus point program and therefore would likely have already 
received his own copy of the message, or would not know about the program. In the first 
instance the sender would not want to give out bonus points because they would be 
redundant (points to the forwarding recipient and more points to the forwarded recipient), 
and in the second instance the sender would not want to give out bonus points because the 
forwarded recipient would presumably be opening the message anyway, and therefore not 
be motivated by the obtaining the bonus points. Since it only makes sense for Kamakura 
to have senders provide bonus points to those individuals who already know about the 
bonus point program, there is no benefit in giving bonus points for forwarding an 
advertisement as presently claimed. 





This reference describes various aspects of an e-mail campaign management tool. 
As with so many other tools on the market, the eXstatic software apparently merges 
commercial messages with e-mail tracking and campaign reporting. The reference 
includes the usual blathering about "strong adherence to opt-in practices", "maximum 
flexibility" and "[scaling] to swift growth", and a "typical targeted e-marketing response 
rate [that] can be as high as 15 to 20 percent." But so what?. The reference neither teaches 
nor suggests anything at all about how it works. There is certainly no teaching, 
suggestion, or motivation to electronically track an aspect of the recipient's forwarding of 
the commercial message, and then use the electronic tracking as a basis for rewarding the 
recipient for forwarding the commercial message. Yet this is what is being claimed. 

Combinations 

The references cannot fairly be combined with each other to satisfy the limitations 
of the presently pending claims. There is simply no suggestion, motivation, or other basis 
for combining the references in any manner, let alone in the direction of the pending 
claims. Moreover, even if it were proper to use hindsight to select and combine elements 
from the various references, no such combination would yield the claimed combinations. 
There is no teaching, suggestion, or motivation in any of the references, taken in any 
combination whatsoever, to electronically track an aspect of the recipient's forwarding of 
the commercial message, and then use the electronic tracking as a basis for rewarding the 
recipient for forwarding the commercial message. 



/// 



Request for Conference 

The pending claims are patentable. If after considering the above arguments and 
the claim modifications the Authorized Officer still considers the claims to be 
unpatentable over the prior art, the undersigned would appreciate the opportunity to 
discuss this matter directly. This could be accomplished by telephone, or if the 
Authorized Officer finds it appropriate, the undersigned would be pleased to come to 
Washington to discuss the same, and perhaps develop claims that would be considered 
allowable. 

Respectfully submitted, 
Fish & Associates, LLP 

Dated: August 24, 2000 

Attorneys for Applicant(s) 
1440 N. Harbor Blvd, Suite 706 
Fullerton, CA 92385 
Tel.: (714) 449-2337 
Fax: (714) 449-2339 
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CLAIMS 



A method of viral marketing comprising: 
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2. 
3. 

15 4. 
5. 

6. 

20 7. 

8. 
9. 

25 



providing a commercial message in an electronic medium; 
providing the commercial message to a recipient; 

the recipient forwarding the commercial message to a later generation recipient; 
electronically tracking an aspect of the recipient's forwarding of the commercial 



using the electronic tracking as a basis for rewarding the recipient for forwarding 
the commercial message. 

The method of claim 1 wherein the commercial message comprises an 
advertisement. 

The method of claim 1 wherein the commercial message comprises a company 
logo. 

The method of claim 1 wherein the commercial message is co-branded. 

The method of claim 1 wherein the commercial message comprises a political 
message. 



The method of claim 1 wherein the step of providing the commercial message to 
the recipient comprises sending the message to the recipient via e-mail. 

The method of claim 1 wherein the step of forwarding the commercial message 
comprises sending the message to a later generation recipient via e-mail 

The method of claim 1 wherein the recipient is a first generation recipient. 

The method of claim 1 wherein the step of forwarding comprises the recipient 
indirectly forwarding the commercial message by providing another entity with an 
address of the later generation recipient, and the entity causing the forwarding to 
occur. 



message; and 
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The method of claim 1 wherein the step of forwarding the commercial message 
comprises forwarding at least a portion of the commercial message that includes an 
advertisement. 

The method of claim 1 wherein the step of forwarding comprising the recipient 
forwarding the commercial message without modification to the later generation 
recipient via e-mail. 

The method of claim 1 wherein the step of forwarding comprising the recipient 
supplementing the commercial message. 

The method of claim 1 wherein the step of forwarding comprising the recipient 
modifying the commercial message. 

The method of claim 1 wherein the step of tracking comprises tracking forwarding 
of the commercial message through at least two generations. 

The method of claim 1 wherein the step of tracking comprises tracking forwarding 
of the commercial message through at least three generations. 

The method of claim 1 wherein the step of tracking comprises tracking forwarding 
of the commercial message through at least three contiguous generations. 

The method of claim 1 wherein the aspect of the forwarding being tracked 
comprises a forwarding date and a forwarding address. 

The method of claim 1 wherein the step of rewarding comprises providing a 
reward that varies depending upon a total number of later generation recipients to 
which the commercial message has been forwarded. 

The method of claim 1 wherein the step of rewarding comprises providing a 
reward that varies depending upon a number of generations to which the 
commercial message has been forwarded. 

The method of claim 1 wherein the step of rewarding comprises providing a 
reward selected from the list consisting of redeemable points and e-money. 
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21. The method of claim 1 further comprising providing a supplier of the commercial 
message with a report summarizing a forwarding history over multiple generations. 

22. The method of claim 1 further comprising providing the recipient with a report 
summarizing a forwarding history over multiple generations. 
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